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DETAILED ACTION 
Notice of Amendment 

1 . In response to the amendment filed on 01/16/2007, new claim(s) 3-9 is/are 
acknowledged. The following new and reiterated grounds of rejection are set forth: 

Election/Restrictions 

2. Applicant's election with traverse of Species A, drawn to Figures 1-17, in the 
reply filed on 01/16/2007 is acknowledged. The traversal is on the ground(s) that the 
claims should be examined concurrently and such would result in a more efficient and 
thorough search. This is not found persuasive because the inventions are distinctly 
separate means for configuring a biopsy probed for acquiring a subcutaneous biopsy 
specimen. 

The requirement is still deemed proper and is therefore made FINAL. 

3. Claim 2 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 
01/16/2007. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 
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Information Disclosure Statement 

5. The information disclosure statement(s) (IDS) submitted on 02/16/2005 is/are 
acknowledged. The submission is in compliance with the provisions of 37 CFR 1.97 
and 1.98. Accordingly, the examiner is considering the information disclosure 
statement(s). 

Specification 

6. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

7. Claim 1 is objected to because of the following informalities: the positive 
recitation of "and" appears to be missing after "g. means for advancing said flexible rod 
axially toward the distal end of said needle,". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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9. Claims 7 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

10. Claims 7 and 8 recite the limitation "the specimen tube" in line 1. There is 
insufficient antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

12. Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ritchart et al. (US 6,428,486 B2, hereinafter Ritchart). 

1 3. For claims 1 , 7 and 9, Ritchart et al discloses a handheld biopsy instrument (1 0) 
as broadly as structurally cla\me6 comprising: 

• a hollow, biopsy, insertion needle (20) having a tissue piecing distal tip (58) and a 
distally-disposed, axially-extending, open specimen port (28) disposed proximal of 
the tissue piecing tip (as best seen Figures 4, 5-6, 18, 20, and 22); 

• an elongated, rotatable. tissue specimen cutter (22) having a distal end, wherein the 
distal end of the cutter is slidably received within the biopsy needle (as best seen in 
Figures ; 
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• an elongated flexible push rod (61) slidably received within said needle and parallel 
to said cutter, said push rod extending to the distal end of said needle (column 7 
lines 57-67); 

• means for applying a first vacuum (the vacuum source positively recited in column 8 
lines 53-64) within the distal end of said needle; 

• means for advancing said cutter (44) toward the distal end of said needle; 

• means for rotating said cutter (40) as said cutter advances within said needle; 

• means for advancing said flexible push rod (column 7 lines 57-67) axially toward the 
distal end of said needle; 

• means for rotating said flexible push rod (column 7 lines 57-67) at the distal end of 
said needle; 

• and a removable specimen tube (26). 

14. For claim 3, Ritchart et al discloses a handheld biopsy instrument (10) as broadly 
as sfrt7cfi/ra//y claimed, wherein the biopsy insertion needle comprises an upper lumen 
(23) and a lower lumen (35). 

15. For claim 4, Ritchart et al discloses a handheld biopsy instrument (10) as broadly 
as structurally claimed, wherein the distal end of the cutter is received within the upper 
lumen (as best seen in Figures 5 and 6). 

16. For claim 6, Ritchart et al discloses a handheld biopsy instrument (10) as broadly 
as structurally claimed, wherein lower lumen communicates with a source of vacuum 
(column 8 lines 53-64). 
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17. For claim 8, Ritchart et al discloses a handheld biopsy instrument (10) as broadly 
as structurally claimed, wherein the specimen tube and the cutter are capable of 
advancing and retracting in unison. 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

19. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 1 03(a). 

20. Ritchart discloses the claimed invention but does not disclose expressly at least 
a portion of the push rod being slidably received in the lower lumen. It would have been 
an obvious matter of design choice to a person of ordinary skill in the art to modify the 
biopsy device as taught by . Ritchart with the portion of the push rod being slidably 
received in the lower lumen, because Applicant has not disclosed that the portion of the 
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push rod being slidably received in the lower lumen provides an advantage, is used for 
a particular purpose, or solve a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with 
portion of the push rod being slidably received in the upper lumen as taught by Ritchart, 
because it provides a means for configuring a biopsy device to knock out tissue 
specimens in a predetermined location and since it appears to be an arbitrary design 
consideration which fails to patentably distinguish over Ritchart. Therefore, it would 
have been an obvious matter of design choice to modify Ritchart to obtain the invention 
as specified in the claim(s). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey G. Hoekstra whose telephone number is (571) 

272- 7232. The examiner can normally be reached on Monday through Friday, 8:00 
a.m. to 5:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max F. Hindenburg can be reached on (571) 272-4726. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





